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Art Unit: 1731 

DETAILED ACTION 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: A composition comprising peracetic acid and 
hydrogen peroxide, a suspension comprising the composition and cellulose fibre, and a 
process for preparing the suspension. 

The use of the trademark Tinopal has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. The 
Examiner suggests that Millcide PH120 may also be a trademark. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Claim Rejections • 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5, 10, and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The term "sufficient relative concentration" in claim 1 is a relative term which 
renders the claim indefinite. The term "sufficient relative concentration" is not defined 
by the claim, the specification does not provide a standard for ascertaining the requisite 
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degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. Therefore, the concentrations of peroxyacetic or peracetic acid 
and hydrogen peroxide are indefinite. The Examiner notes that peroxyacetic acid and 
peracetic acid refer to the same compound. See The Condensed Chemical Dictionary, 
p. 786 (Hawley, Gessner, The Condensed Chemical Dictionary, Tenth Ed., Van 
Nostrand Reinhold Company, 1981.) Furthermore, "the necessary proportion of 
fluorescent whiting agent or optical brightening agent" has not been established in the 
claim. 

Claims 5 and 10 contain percentages of peroxyacetic acid and hydrogen 
peroxide, but does not identify whether these are weight- or volume-based percentages. 
Therefore, the amounts of peroxyacetic acid and hydrogen peroxide are indefinite. 
Claim 13 contains a similarly indefinite peroxyacetic acid limitation. 

Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-17 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Devenyns (U.S. Patent 5,552,018). 

With respect to claim 1, Devenyns discloses a composition for cellulose 
suspensions, the composition comprising peracetic acid and hydrogen peroxide (col. 2, 
line 59-65), containing at least 10% by weight of peroxyacid and at least 1 .5% by weight 
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of hydrogen peroxide, with 5% hydrogen peroxide given as a specific example (col. 2, 
lines 53-65). Devenyns further discloses adding additional hydrogen peroxide with an 
alkali to the composition after contact with the pulp (col. 5, lines 30-40). In the absence 
of evidence to the contrary, the Examiner considers these ranges to be sufficient 
relative concentrations to reduce the necessary proportion of fluorescent whiting agent 
(FWA) or optical brightening agent (OBA) required to achieve the desired brightness in 
finished paper or paper board products formed from the cellulose suspension. 

With respect to claim 2, Devenyns discloses at least 10% by weight of peracetic 
acid, including a specific point of 34% by weight of peracetic acid (col. 2, lines 53-65), 
which is within the claimed range of at least 12.5 weight percent peracetic acid. 

With respect to claim 3, Devenyns discloses adding cationic materials (e.g., 
stabilizers, col. 3, line 54 - col. 4, Iine13) to prevent considerable degradation of the 
cellulose chains (col. 1, lines 34-36), which the Examiner considers facilitates reaction of 
the peracetic acid with cellulose fibres. 

With respect to claim 4, Devenyns discloses that the cationic material is added to 
the composition in quantities of at least 0.05% by weight and not exceeding 3% by 
weight relative to the solids content (col. 3, line 66 - col. 4, line 6). In absence of 
evidence to the contrary, the Examiner considers this to provide one specific point 
within the claimed range of 1-20% by volume. The Examiner further notes that 
Devenyns discloses using the peracetic acid as an ammonium, alkali metal, or alkaline- 
earth metal salt (e.g., peroxyacid; col. 3, lines 5-8), which the Examiner construes would 
provide cations upon dissociation in aqueous solution. 
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With respect to claim 5, Devenyns discloses at least 10% by weight of 
peroxyacetic acid (col. 2, lines 53-59), which encompasses the claimed limitation of 
15% peroxyacetic acid, and Devenyns discloses at least 1.5% by weight of hydrogen 
peroxide (col. 2, lines 53-59), which encompasses the claimed limitation of 14% 
hydrogen peroxide. The Examiner notes that peroxyacetic acid and peracetic acid refer 
to the same compound. See The Condensed Chemical Dictionary, p. 786 (Hawley, 
Gessner, The Condensed Chemical Dictionary, Tenth Ed., Van Nostrand Reinhold 
Company, 1981.) 

With respect to claim 6, Devenyns discloses a suspension for paper or paper 
board making (col. 1, line 59 - col. 2, line 15; and col. 3, lines 39-44), the suspension 
including an additive comprising a peracetic acid and hydrogen peroxide composition 
(col. 2, lines 53-65) added to a cellulose fibre stock after pulping (col. 1, lines 47-54). 

With respect to claim 7, Devenyns is applied as in the rejection to claim 2, above. 

With respect to claim 8, Devenyns is applied as in the rejection to claim 3, above. 

With respect to claim 9, Devenyns is applied as in the rejection to claim 4, above. 

With respect to claim 10, Devenyns is applied as in the rejection to claim 5, 

above. 

With respect to claim 1 1 , Devenyns discloses a process for preparing a 
suspension comprising forming a cellulose fibre pulp suspension (col. 3, lines 39-44) 
and adding a composition of peracetic acid and hydrogen peroxide (col. 2, lines 53-65) 
before any other additives are added to the suspension (col. 1 , lines 47-54). 
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With respect to claim 12, Devenyns discloses that the pulp suspension has a 
consistency of at least 5%, and preferably at least 10%, but in most cases will not 
exceed 40%, and preferably 30% (col. 3, lines 39-44), which contains four specific 
points within the claimed range of at least 2% or greater of cellulose fibres. 

With respect to claim 1 3, Devenyns discloses a concentration of at least 10% by 
weight of peroxyacid, which encompasses the claimed range of at least 12.5% peracetic 
acid, and the composition is added to the suspension in the proportion at least 0.1% 
and preferably at least 1% by weight of peroxyacid relative to the dry pulp (col. 3, lines 
45-53), which in the absence of evidence to the contrary, the Examiner considers to 
encompass the claimed limitation of fifty millilitres of composition per gross tonne of 
cellulose fibre or dry solids in the suspension. 

With respect to claim 14, Devenyns discloses adding at least 0.1% by weight of 
peroxyacid to the pulp, i.e., at least 1000 g/ton. Devenyns further discloses adding 240 
g/L (col. 7, lines 35-37). The Examiner calculates that this is equivalent to at least four 
litres/tonne of peroxyacid, which, in the absence of evidence to the contrary, the 
Examiner considers to encompass the claimed limitation of seven litres of composition 
is added to 1 tonne of pulp suspension formed from cellulose fibres and water. 

With respect to claim 15, Devenyns discloses a process time of between 120 
minutes and approximately 360 minutes (col. 3, lines 22-23), which contains 2 specific 
points within the claimed range of at least 30 minutes. Since Devenyns does not 
disclose any further additives, the Examiner construes this period to contribute time 



Application/Control Number: 10/622,791 Page 7 

Art Unit: 1731 

between adding the composition to the pulp suspension and adding any further 
additives such as FWA or OBA. 

With respect to claim 16, the process of Devenyns is inherently either operated in 
batch or continuous mode. 

With respect to claim 17, Devenyns discloses that the pulp suspension is 
calibrated at the end of a process time to determine whether the composition has been 
effective against a desired brightness (col. 6, lines 1-3) and, if required, a further period 
of processing time allowed (col. 5, lines 16-26). 

With respect to claim 19, Devenyns is applied as in the rejection to claim 4, 

above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Devenyns in view of Chen et al (US 2004/0149407 A1). 

With respect to claim 18, Devenyns does not disclose expressly adding FWA or 
OBA to the pulp. 

Chen et al disclose that OBA is added to the pulp suspension (p. 3, 1J0026) prior 
to paper or paper board forming from the pulp suspension (p. 1, U0010 and 1J0011). 
Chen also discloses that FWA is also known as OBA (p. 3, 1J0028, lines 1-4). 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to add OBA to pulp as described by Chen et al in the peracetic acid / 
hydrogen peroxide-treated pulp of Devenyns to obtain the invention as specified in 
claim 18. 

The motivation would have been to provide paper with high overall brightness (p. 
1, H0008, lines 3-9). 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Devenyns in view of Sundblad et al (EP 0 634 521 A1). 

With respect to claim 20, Devenyns discloses adding 1000 g, or 1 kg, peroxyacid 
per ton, as discussed in the rejection to claim 14, above. This provides one specific 
point within the claimed range of in the order of 50 g to 7 kg of composition per gross 
tonne of paper in initially added. Devenyns also discloses a pre-determined process of 
time in which the composition is allowed to react, as discussed in the rejection to claim 
15, above. Devenyns also discloses multiple bleaching stages, including a hydrogen 
peroxide stage (col. 5, lines 1-40). Devenyns does not disclose expressly that a second 
bleaching stage uses the same composition. 

Sundblad et al discloses multiple bleaching stages using hydrogen peroxide (i.e., 
"at least one stage"; p. 2, lines 43-44) in which the hydrogen peroxide is added in 
combination with peracetic acid (p. 2, lines 52-55) in the range of about 1 kg/tonne to 
about 40 kg/tonne (p. 2, lines 56-58). This contains one specific point within the 
claimed range of a further 50 g to 7 kg of composition added per tonne of gross paper. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use a hydrogen peroxide / peracetic acid combination as described by 
Sunblad et al in the subsequent bleaching stage of Devenyns to obtain the invention as 
specified in claim 20. 

The motivation would have been that by selecting a suitable combination of the 
peracid, the inventive method enables an increase in pulp brightness in the order of 5% 
ISO, as compared with bleaching by means of hydrogen peroxide only (p. 2, lines 40- 
42); and that peracetic acid is advantageous in production and utilization, is limitedly 
corrosive, and the decomposition products are easily recycled to the chemical recovery 
(p. 3, lines 26-29). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The GB Search Report cited the following X references: WO 
1997/017489 A1 shows delignification after chemical pulping using hydrogen peroxide 
and peracetic acid, with pulp consistency and liquor charge ranges; US 5,322,647 
shows bleaching cellulose with hydrogen peroxide and peracetic acid; EP 0503303 A1 
shows bleaching steps using hydrogen peroxide and peracetic acid; WO 2000/008251 
A1 which shows bleaching pulp with hydrogen peroxide and peracetic acid; WO 
1997/030208 A1, which shows bleaching with mixtures of hydrogen peroxide and 
peracids; and WO 1997/036039 A1 shows bleaching lignin-containing materials using 
hydrogen peroxide and/or peracetic acid. The European Search Report cited the 
following X references: WO 99/32710 A shows bleaching chemical pulp with peracetic 
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acid and hydrogen peroxide and cationic compounds; US 5,693,185 shows treating pulp 
with hydrogen peroxide and peracetic acid; and WO 00/77301 A shows bleaching pulp 
using peracetic acid and hydrogen peroxide. The Examiner applied other art to 
adequately reject all the claims in the instant application without using these references 
at this time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Kinney whose telephone number is (571) 272- 
8388. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 
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